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I. 



REMARKS 

Claiu^t. 1-30 are all the claims penduig in the application. 
The ifeormation Pisclosnre Statement 

The E-laminer crossed FR 2739863 off the PTO Form. 1449, stating that no translation or 



statement ofrJevance was filed. 

FR 27; 9S63 was listed on the International Search Report as an "A" reference. The 
listing on the international Search Report and the category designation arc sufficient as a 

•'slatement ofn levance" for foreign language documents. See MPEP 609 III.A(3), 

■ -.1 

The re( feipt of the International Search Report and the International Preliminary 
Examination R port were acknowledged by the IJSPTO in PTO FORM PCT/DO/EO/903 (371 
ice). However, for the convenience of the Examiner, attached is a copy of the 
international Selrch Report (and PTO FORM PCT/DO/EO/903 (371 Acceptance Notice)). 

fa view d f the above. Applicants respectfiiUy request that the Examiner acknowledge and 



Acceptance Noi 



consider FR 273 



863. 



II, The Reie tiotis Uni^cr S112., jiirst ^aragrajiih 



A. CI pirns 13 and 24 

Claims 13 and 24 are rejected under 35 U.S.C. §112, first paragraph, an allegedly fiiiling 



to comply with th 



enablement requirement. 
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The Examiner states that claims 13 and 24 contain subject matter which was uot 
described in 1 b specification in such a way as lo enable one sIdHed in the art to which it pertains, 
OT witli whicl ; iL is most nearly connected, to make and/or use the invention. In particular, the 
Examiner sta 9s that "[i]t is not known whether the cited average molecular mass is weight 
average, numl Br average, viscosity avea:age, peak average or 2 average molecular mass.'' 

Applictnts respectfully subroit that the present specification provides a fully enabling 
disclosure for he invention, as claimed, and that the disclosure would enable one of ordinary 
skill in The 21 to make and use the invention, as claimed, without undue experimentation. 
AppUcant.s rec itesl that the Examiner reconsider and withdraw the §112, first paragraph, 
rejection in vie i of the following remarks. 

Claims 3 and 24 recite "average molecular masses by wei;dit ." Therefore, it is clear tliat 
the type of avc age molecular weight is calculated by weight. However, for the purposes of 
clarity only, cliii 215 1 3 and 24 have been amended to recite "wiaght avwage molecular weight". 

B. C laims 13 and 24 

Claims 1 13 and 21-24 arc rejected under 35 U.S.C. §112, first paragraph, as allegedly 
failing to corapbj with the enablement requirement. 

The Exar iiner states that the specification is enabling for a unsatm^ted polymet being 
dispersed in bituij^eu and then crosslinked and/or ^ctionalized, bnt does not reasonably provide 
isiblement for *^crely dispersing an akeady crosslinked and/or function-aiized polymer in 
bitumen. The Biaminer states that "shredded vulcanized tires being disposed in the blend of 
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oxidized aunc strai^t run bitumen" is an example of a method that the Examiner does not 
consider as p ri of Applicants' invention (and not enabled). 

Appli< ants respectfully submit that the present specification provides a fully enabling 
disclosure foi the invention, as claimed, and that the disclosure would enable one of ordinary 
skilJ in the aft to make and use the invention, as claimed, without undue experimentation. 
Applicants re nest that the Examiner reconsider and withdraw the §112, first paragi-aph, 
rejection in vie (V of the following remarks. 

Applicj iTts respectfully submit that one skilled in the art would be sufficiently 
knowledgeable to make and use a crosslinked and/or functionahzed polymer being dispersed in 
bitumen from t e knowledge in the art aaid ftom Applicants' specification. However, claim l has 



been amended 



0 clarify the language and to more particularly point out and distinctly claim 



Applicants' in-^ eation. The amendment to claim 1 indicates that crosslinking aiid/oi 
f unctioualizatioi occurs when the precursor elastomer is mixed with the bitimmious matrix. 

Addition Aly, clarifying amendments have been made to the claims for clarity and to 
more positively i xite the claimed embodiments. 

For the a|ove reasons, it is respectfully submitted that Applicants' claims are clear and 
defmite and fuUi enabled by the specification as originally filed and it is requested that the 
rejcctious under U.S.C. §1 12 be reconsidered and withdrawn. 
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in. The I Mections Uader 35 USC S 102 



Claiii3l-29 are rejected under 35 U.S.C. §102(a) as allegedly being anticipated by Exxon 
Research amfliBngineering Company, BP 0559462 C'Exxon"), or Cosmo Oil Co Ltd., JP-09- 

95616CCosn|o")- 

The aminer states tbat Exxon describes biturainotis compositions used as a binder for 
road surfaces, where the compositions contain neutral mixtures of oxidized bivumen. and a 
polymer functrinalized by an acid fimction. 'l"he Exitramer also states that in Exxon the term 
"oxidized bitui i«n" means any mixture of oxidized bitumen and non-oxidized bitumen (Exxon, 
page 3, hne 58, page 4, line 1). 

The Ex sminer Particularly notes the methods of making disclosed by Exxon and 
particularly notls Hxamples 2 and 3. As to Cosmo, the Examiner merely notes the modified 
bituminous coniwsition disclosed in Cosmo. The Examiner concludes that Applicants' claims 
£2 S noi novel in riew of Exxon and Cosmo. 

Applicanls respectfiilly submit that the present invention is not anticipated by or obvious 
ever lbs djssclosiles of Exxon or Cosmo and request that the Examiner reconsider and withdraw 
this rejection in ^iew of the following remarks. 

Applicata i' claimed invention relates to a method for preparing a cross-linked and/or 
functionaii/ed b Eumen/polymer composition having a low susceptibility to temperature, 
cor.iprising fom ng under agitation, a homogenous mass comprising a bituminous matrix in 
which is unifoniii| dispersed a precursor elastomer, and crossUnking and/or functionalizing said 
prscur.sor elastiT^er to foim said cross-linked and/or functionalized bitumen/polymer 
compoisition. Sec,|for example, claim 1. 
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In Ex imple 2 of Exxon, Zinc-sulfoaated EPDM was mixed with an asphalt mixiure. In 
Example 3, 5 inC'Sulfonated EPDM (the polymer was separately neutralized) was mixed with a 
coating grade asphalt. Examples 2 and 3 are the examples particularly cited by tlie Examiner. 
Neither exami Ic crosslinks or fouctionalizes the polymer in Hxe asphalt mixture. Likewise with 
the other Kx implcs of Exxon. Exxon does not teach or disclose crosslinking and/or 
functionalizinj a precursor elastomer which is uniformly dispersed in a bituminous matrix to 
form a cross-li Iced and/or functionalized bitumen/polymer composition. 



Similar 



to Exxon, the Abstract of Cosmo discloses to add a thermoplastic elastomer 



(styrene-butadi ne-styrene block copolymer) to an asphalt composition. The Abstract of Cosmo 



does not leach 



ar disclose crosslinking and/or ftmctionalizing a precursor eljistoraer which is 



itniformly disp|rsed in a bituminom matrix to form a cross-linked and/'or fmictionalized 
bitumen/polymi^- composition. 

Additionllly, the Examiner has not m»itioned how the teachings of Exxon and Cosmo 
relate to the claii led embodiments of the dependent claims. 

For the al pve reasons, it is respectfully submitted that the subject matter of claims 1-29 is 
neiilier taught by nor made obvious from the disclosures of Bxxon or Cosmo and it is requested 
thst the rejection cider 35 U.S.C. § 102(a) be reconsidered and withdrawn. 

n . The Reiejtions Under 3S USC S 103 

Claims l-ll? arc rejected under 35 U.S.C. § 103(a) as allegedly being unpatentable over 



Exxon or Cosmo i' r 



view of Gelles et al (5,189,083) or Kluttz (5,278,207). 
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The jbcatniuer states that Gelles et al disclose a bleod of oxidized and strai^t run 
bitumens (Gales et al, column 3, lines 17-20), functionalized polymers (Gelles et al, column 4, 
bues 12-26),|erosslinking (Gelles et al, columns 7 and 8). molecular wei^ts (Gelles et ai, 
column 7, lif as 38-47), concentrations (Gelles et al, column 6, lines 14-28) and conditions 
(Gelles et al, T le Examples). 

The Ex yniner states that the disclosures of Kiuttz are similar to those of Gelles et al. 

The }ix miincr also states that Gelles et al and Kiuttz fail to teach the claimed ratio of 
oxidized to str; ight run bitumen, liowever, the Examiner concludes that Gelles et al and fCJuttz 
ihow ibat all i\ c process steps claimed by Applicants would have been obvious lo one having 
ordinary skill ir the art, at the time the invention was made. 

Applicai respectfixlly submit that the present invention is not obvious over the 
disclosure.s of H cxon or Cosmo in view of Gelles et al or Kluttx and request that the Examiner 
rsconsider and v. [thdraw this rejection in view of the following remarks. 

The Exaj jincr has merely noted that Exxon and Cosmo have been previously discussed 
ir. the OfBce Aaion and thai the secondary references disclose functionalized or crosslinked 
pciymers for use|:n bitumen. The Examiner has not provided any motiviation to combine the 
di-'jciosures of thefeecondary references with the disclosures of Exxon or Cosmo. 

Further, tm Examiner has not set forth any explanation as to why one skilled in the art 
would modify tha polymers and asphalt compositions of Exxon and Cosmo to use a differcnt 
tj'pe (if polymer, s|2h as one disclosed in Gelles et al or Kiuttz. That is, tha Examiner has not set 
forth why one skilkd in the art would Substitute the polymers disclosed in Exxon or Cosmo wfli 
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are cFOsslinked and ftmctionalized polymers. It is known in the art that crosslinked 
and fimctjoj alized polymers have different properties than non-crosslinked and non- 
fiiactionalizei polymers and that they may not be readily int«changeablc. At best, the Examiner 
is stating thai it would have beeai obvious to try other polymers in the methods of Exxon or 
Cosmo. However, the standard of patentability is not "obvious to try." In, re. Fine. 5 U3PQ2d 
1596 (Fed. Clr. 1988). Ra&er, it is a higher standard. There must be some motivation, 
suggestion, or eaching of the desirability of making the specific combination that was made by 
Teachings of references can be combined only if there is some suggestion or 
!0. In re Lee, 61 USPQ2d 1430, 1433 (Fed. Cir. 2002). 

bove reasons, it is respectfiilly submitted that the subject matter of claims 1-29 is 
! nor made obvious from the disclosures of Exxon or Cosmo in view of Gelles et 
ii is requested that the rejection under 35 U.S.C. §10.3(a) be reconsidered and 



the applicant 
incentive to do 
For the 
neither taught b 
3; or Kluttz and 
Viithdrawn. 



V, Conclusy p 

In view if the above, Applicants respectfully submit that their claimed invention is 
allowable and as : that the rejections under 35 U.S.C §112 and the rejections under 35 U.S.C. 
§]D2 and §103 b| reconsidered and withdrawn. Apphcants respectfully submit that this case is 
in "ondition for £i|owance and allowance is TespMJctfiilly solicited. 

if any poi|i.s remain at issue which the Examiner feels may he best resolved tlnuugh a 
personal ox telephine inter\iew, the Examiner is kindly requested to contact the undersigned at 



the local exchangeiiumber listed below. 
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the pendency of this 



U^XO i« ^ ^ ^^^^^ 

e ^^^^^^ ^^^^^^^ 

credit any ov. payments to said Deposit Account. 



SIJGHRUE M. ON, PLLC 
Telephone." (2( 2) 293-7060 
Facstmiie; (20}) 293-7«60 

•"ASHINtiTON 0F>7 

23373 

Gate: Februao" 17,2004 



Respectfully submitted, 

^ - ^^^^ 

Loe C. Wright 
Registration No. 41,441 
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